United States Patent and Trademark Ofhce 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria. Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST X.AMED IX\'ENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 



10/566,174 09/12/2006 Ho Chung Fung 743459-24 2506 



22204 7590 12/08/2009 

NKON PEABODY, LLP 
401 9TH STREET, NW 

suite 900 

WASHINGTON, DC 20004-2128 



EXAMINER 



TIBER, NATHAN C 



PAPER NUMBER 



3622 



MAIL DATE 



12/08/2009 



DELIVERY MODE 



PAPER 



Please find below and/or attached an Office communication concerning this application or proceeding. 



The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 





Application No. 

10/566,174 


Applicant(s) 

FUNG ET AL. 


Examiner 
NATHAN C. UBER 


Art Unit 

3622 





~ The MAILING DATE of this communication appears on the cover sheet with the correspondence address ~ 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from ttie mailing date of ttiis communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133), 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 02 September 2009 . 
2a )^ This action is FINAL. 2b)\Z\ Tiiis action is non-final. 

3) Q Since tiiis application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-36 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) KI Claim(s) 1-36 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

^0)\Z\ The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1 ) □ Notice of References Cited (PTO-892) 

2) n Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) O Information Disclosure Statement(s) (PTO/SB/08) 

Paper No(s)/Mail Date . 



4) O Interview Summary (PTO-41 3) 

Paper No(s)/Mail Date. . 

5) Q Notice of Informal Patent Application 

6) □ Other: . 



U.S. Patent and Trademark Office 

PTOL-326 (Rev. 08-06) 



Office Action Summary 



Part of Paper No./Mail Date 20091203 



Application/Control Number: 10/566,174 
Art Unit: 3622 



Page 2 



DETAILED ACTION 



Status of Claims 



1. 



This action is in reply to tlie amendment filed on 02 September 2009. 



2. 



Claims 1, 33 and 35 have been amended. 



3. 



Claims 1-36 are currently pending and have been examined. 



Claim Rejections - 35 USC § 1 12 



4. 



The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 



The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and use the same and shall set forth the best mode contemplated by the inventor of carrying out 
his invention. 

5. Claims 1, 33 and 35 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the written description requirement. The claims contain subject matter which was not described 
in the specification in such a way as to reasonably convey to one skilled in the relevant art that 
the inventors, at the time the application was filed, had possession of the claimed invention. The 
claims newly recite "at least two user interaction devices transmit to said server..." however; there 
is no support for this limitation in the specification. The specification broadly calls for a plurality of 
user interaction devices, but never requires that at least two such devices transmit token 
transaction data from a single transaction and several preceding transactions as presently 
claimed. In fact the original disclosure describes a customer using a token to interact with a single 
user interaction device to effect a single transaction, and that device may have a range of 
capabilities including the claimed capability to transmit the current transaction and previous 
transaction data to a server. The specification does not disclose a method/system/program in 
which at least two user interaction devices are required to effect a single transaction. The 
specification merely states broadly that among the plurality of user interaction devices, 
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"preferably at least some..." transmit the data as claimed. Applicant's amendment is considered 
impermissible new matter because it is not supported by the original disclosure. 



Claim Rejections - 35 USC § 101 

6. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent therefor, 
subject to the conditions and requirements of this title. 

7. Claims 33 and 34 are rejected under 35 U.S.C. 101 because the claimed invention is directed to 
non-statutory subject matter. Based on Supreme Court precedent, a method/process claim must 
(1) be tied to a particular machine or apparatus (see at least Diamond v. Diehr, 450 U.S. 175, 184 
(1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 409 U.S. 63, 70 
(1972); Cochrane v. Deener, 94 U.S. 780, 787-88 (1876)) or (2) transform underlying subject 
matter (such as an article or materials) to a different state or thing (see at least Gottschalk v. 
Benson, 409 U.S. 63, 71 (1972)). A method/process claim that fails to meet one of the above 
requirements is not in compliance with the statutory requirements of 35 U.S.C. 101 for patent 
eligible subject matter. Here claims 33 and 34 fail to meet the above requirements because the 
claims do not transform underlying subject matter and because they are not tied to a particular 
machine. 



Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis for 
the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 

applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
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only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

9. Claims 1-24, 28 and 32-35 are rejected under 35 U.S.C. 102(e) as being anticipated by Kawan 

(U.S. 6,889,198 B2). 

Claims 1, 33 and 35: 

Kawan as sliown discloses the following limitations: 

• storing and processing token transaction data and tol<en reward data by a 
plurality of electronic tokens, each of said electronic tokens for use by a 
respective user (see at least figure 1 , smart card, see also at least column 5, 
lines 11-15, transaction log and purse value stored within the card, see at 
least column 9, lines 1-3, processing occurs on the card), 

• communicating with said server, by a plurality of user interaction devices, at 
least one of plurality of user interaction devices is provided with a token 
acceptor device for reading from and writing to said tokens (see at least 
column 9, lines 5-9, see also at least column 10, lines 7-19, an interaction 
device, merchant terminal, or merchant PC, interacts with the smart card and 
the central server), 

• wherein said server transaction data and said token transaction data are 
indicative of at least one transaction and said server and token reward data 
are indicative of rewards or entitlements earned or otherwise awarded (see 
at least column 5, line 11-15, transaction log and purse value stored within 
the card), 

• said system is operable to transfer, for a respective token, server reward 
data from said server to said respective token and token reward data from 
said respective token to said server by means of said user interaction device 
provided with a token acceptor device (see at least column 10, lines 7-19, 
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loyalty program is real time driven and operated at the host and facilitates 
synchronization between host databases and information stored on the card), 

• whereby said rewards or entitlements are redeemable either according to 
reward data stored on said token or according to reward data stored on said 
server (see at least column 7, lines 48-49, customer may redeem loyalty 
points according to data stored on the loyalty card or central host server; see 
also at least column 9, lines 1-3, processing occurs on card itself; see also at 
least column 10-lines 7-19, host real-time server), 

• storing and processing server transaction data and server reward data 
associated with each of said respective tokens by a computer server in real 
time (see at least column 10, lines 7-19, host computer, real-time processing; 
see also at least column 9, lines 1-9, merchant terminal reports to central 
system on-line in real time), 

• wherein at least two user interaction devices transmit to said server said 
token transaction data corresponding to both an instant transaction and to 
one or more previous transactions, to thereby provide redundancy in 
transaction data received by said server (see at least column 7, lines 9-18, all 
transactions are compared when updating/synchronizing data between card 
and system; see at least column 9, lines 8-9 and column 10, lines 8-10, two 
different interaction devices (merchant terminal and home PC) transmit data 
to the central system/host/server). 

Claim 2: 

Kawan, as shown, discloses the following limitations: 

• said system is operable by each of said users 1)to transfer reward data from 
said server to a respective token of said respective user so that said 
respective user can redeem said rewards or reward points by presentation of 
said token (see at least column 10, lines 7-19, loyalty program is real time 
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driven and operated at tlie liost and facilitates synchronization between host 
databases and information stored on the card; see also at least column 7, 
lines 48-49, customer may redeem loyalty points according to data stored on 
the loyalty card or central host server), 

• 2) to transfer reward data from a respective token of said respective user to 
said server so tliat said respective user can redeem said rewards or reward 
points by communicating witli said server (see at least column 10, lines 7-19, 
loyalty program is real time driven and operated at the host and facilitates 
synchronization between host databases and information stored on the card; 
see also at least column 7, lines 48-49, customer may redeem loyalty points 
according to data stored on the loyalty card or central host server). 

Claim 3: 

Kawan, as shown, discloses the following limitation: 

• eacti of said tol<ens is additionally adapted to store token user data 
pertaining to said respective user (see at least column 5, lines 59-67 and 
column 6, lines 1-2, loading the loyalty program onto the card includes 
loading customer identification information). 

Claim 4: 

Kawan, as shown, discloses the following limitations: 

• said server is additionally adapted to store server user data pertaining to said 
respective user (see at least column 10, lines 7-19, host maintains database 
information), 

• said system is operable to synchronize said token user data with said server 
user data for a respective user when the respective token of said user is 
used with one of said user interaction devices having a token acceptor 
device (see at least column 10, lines 7-19, loyalty program is real time driven 
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and operated at the host and facilitates synchronization between host 
databases and information stored on the card). 

Claim 5: 

Kawan, as shown, discloses the following limitation: 

• each of said tokens is any one of: a smart card, a ciiip in a mobile teleptione, 
a ciiip in a personal digital assistant, a chip in a watch, and a chip in a key 
chain, wherein each of said tokens is operable to interact with said token 
acceptor device (see at least figure 1 , smart card). 

Claim 6: 

Kawan, as shown, discloses the following limitation: 

• said transaction data includes, for each transaction, unique transaction 
identification data (see at least column 5, line 25, unique transaction 
number). 

Claim 7: 

Kawan, as shown, discloses the following limitation: 

• said system is operable to transfer data between said server and said tokens 
so that said system can reconcile said transaction data or said reward data 
(see at least column 10, lines 7-19, loyalty program is real time driven and 
operated at the host and facilitates synchronization between host databases 
and information stored on the card). 

Claim 8: 

Kawan, as shown, discloses the following limitation: 

• said user interaction devices are provided with processing software for 
recording said transaction data and said reward data relating to said 
transaction in said user interaction device, and to record said transaction 
data only in said tokens when said tokens are presented at said user 
interaction devices in the course of a transaction or activity (see at least 
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column 10, lines 7-19, loyalty program is real time driven and operated at the 
host and facilitates synchronization between host databases and information 
stored on the card). 

Claim 9: 

Kawan, as shown, discloses the following limitations: 

• said system is operable to transmit said transaction data and said respective 
reward data for eactr of said transaction rewards in said user interaction 
device to said server, and (see also at least column 9, lines 1-9, merchant 
terminal reports to central system on-line in real time), 

• said server is operable to check said transaction data for duplicates, to 
discard duplicates, to record said transaction data that are not duplicated and 
to accumulate said respective reward data in said server reward data (see at 
least column 7, lines 9-18, all transactions are compared when 
updating/synchronizing data between card and system). 

Claim 16: 

Kawan, as shown, discloses the following limitations: 

• at least one of said user interaction devices is equipped with a token 
acceptor device for retrieving said token transaction data from any of said 
tokens when said respective token is next used at one of said user 
interaction devices so equipped, and (see at least Figure 1), 

• said respective user interaction device is configured to compute any rewards 
for a previous transaction (see at least column 6, lines 36-37, the terminal 
device may compute rewards and update the card), 

• the resulting rewards data being sent to said server with said transaction 
data, whereby said server receives said transaction data and said reward 
data at least twice (see at least column 9, lines 1-9, merchant terminal 
reports to central system on-line in real time). 
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Claim 36: 



Kawan, as 



shown, discloses tlie following limitations: 



• at least one of said user interaction devices is equipped witli a token 
acceptor device for retrieving said token transaction data and associated 
reward data from any of said tokens when said respective token is next used 
at one of said user interaction devices so equipped, and (see at least Figure 



• said respective user interaction device is configured to send to said server 
said transaction data and said associated reward data, wtiereby said server 
receives said transaction data and said reward data at least twice (see at 
least column 9, lines 1-9, merchant terminal reports to central system on-line 
in real time). 

Claim 10: 

Kawan, as shown, discloses the following limitation: 

• said transaction or activity comprises any one of: a purchase transaction, a 
payment transaction, a cash withdrawal transaction, a transaction to 
consume or redeem an entitlement, a visit, a subscription to a service, a use 
of a service, a retrieval of information, a request for information, a submission 
or provision of information, an application for membership, an access to a 
web page, a participation in an event, and a registration of a particular 
activity (see at least column 6, line 20, a purchase for example). 

Claim 11: 

Kawan, as shown, discloses the following limitation: 

• each of said tokens is further adapted to store redemption data indicative of 
previously redeemed rewards or reward points (see at least column 7, lines 
9-18, all transactions are recorded in the smart card and updated to the 
loyalty registers; redemption is a transaction). 



1). 
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Claim 12: 

Kawan, as shown, discloses tlie following limitation: 

• said user interaction devices are provided witli processing software for 
computing an available balance of entitlements from at least some of said 
token transaction data, said redemption data, and said tol<en reward data 
(see at least column 8, lines 50-65, an external terminal handles the 
processing). 

Claim 13: 

Kawan, as shown, discloses the following limitation: 

• said user interaction devices are operable to display or print an available 

balance of entitlements (see at least column 8, lines 1-3, display loyalty 
register balance). 

Claim 14: 

Kawan, as shown, discloses the following limitation: 

• said user interaction devices are operable to prompt a respective one of said 
users for an input indicative of wtiettier said respective user wisfies to 
redeem any reward according to an available balance of entitlements in an 
instant transaction (see at least column 8, lines 1-3, display redemption 
choices). 

Claim 15: 

Kawan, as shown, discloses the following limitations: 

• wiierein said server is configured to receive transaction data from said 
tokens (see at least column 10, lines 7-19, host computer, real-time 
processing between card and host), 

• to compare said received transaction data witti previously received 
transaction data (see at least column 7, lines 9-18, all transactions are 
compared when updating/synchronizing data between card and system). 
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• to discard any duplicated transaction data, and (see at least column 7, lines 
9-18, all transactions are compared when updating/synchronizing data 
between card and system), 

• to form a reconciled set of transaction data wherein said reconciled set of 
transaction data constitutes said server transaction data (see at least column 
7, lines 9-18, all transactions are compared when updating/synchronizing 
data between card and system). 

Claim 17: 

Kawan, as shown, discloses the following limitation: 

• said system is configured to reconcile said token transaction data and said 
token reward data with said server transaction data and said server reward 
data when any of said respective tokens is used with a user interaction 
device provided with a token acceptor device for reading from and writing to 
said tokens (see at least column 7, lines 9-18, all transactions are compared 
when updating/synchronizing data between card and system, this occurs 
whenever a transaction occurs). 

Claim 18: 

Kawan, as shown, discloses the following limitation: 

• said system is configured to upload said token transaction data of a 
respective token to said server and thereby synchronize said respective 
token with said server, when said token is used with a user interaction device 
in online mode and provided with a token acceptor device for reading from 
and writing to said token, where said taken transaction data in said 
respective token had been added to said token when previously used with a 
user interaction device equipped with a token acceptor device, and where 
said token transaction data has not been previously transmitted to said 
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server (see also at least column 9, lines 1-9, merchant terminal reports to 
central system on-line in real time). 

Claim 19: 

Kawan, as shown, discloses the following limitation: 

• said server is configured to receive transaction and activity data 
corresponding to transactions or activities of a respective user on ottier 
business systems witliout using tlie respective token of said user, for 
determining rewards or entitlements to ibe awarded for said transactions and 
said activities, and recording ttie balance of such entitlements in said server 
reward data corresponding to said respective user (see at least column 12, 
lines 1-7, batch processing with computer system and column 9, line 9, 
periodic or batch processing; see also at least column 8, lines 34-35, it is 
possible to use one card for multiple merchants). 

Claim 20: 

Kawan, as shown, discloses the following limitation: 

• said system is configured to associate a respective username and password 
combination with each respective token, so that the respective user 
associated with said respective token can access said server reward data 
pertaining to said token by communication with said server and without said 
respective token (see at least column 5, lines 44-67, information is entered 
into the smart card by ATM or computer including PIN), 

Claim 21: 

Kawan, as shown, discloses the following limitation: 

• wherein when said token reward data of a respective token is transferred to 
said server, said transferred token reward data is incorporated into said 
respective server reward data pertaining to said respective token, and 
removed from said respective token (see at least column 7, lines 9-18, all 
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transactions are compared wlien updating/synchronizing data between card 
and system). 



Claim 22: 

Kawan, as shown, discloses tlie following limitation: 

• when said server reward data corresponding to a respective token is 



transferred to said respective token, said transferred server reward data is 
incorporated into said respective token reward data of said respective token, 
and removed from said server (see at least column 7, lines 9-18, all 
transactions are compared when updating/synchronizing data between card 
and system). 



Claim 23: 

Kawan, as shown, discloses the following limitation: 

• for use by a plurality of Providers of goods, services or both goods and 



services (see at least column 8, lines 34-35, it is possible to use one card for 
multiple merchants). 



Claim 24: 

Kawan, as shown, discloses the following limitation: 

• for use by a plurality of groups of Providers, each group comprising one or 



more Providers, each of said groups providing a set of entitlements to said 
users, and each of said groups having its own set of business rules for 
awards and redemptions of entitlements, wherein reward data information of 
said set of entitlements is kept in each of said tokens and, for each of said 
set of entitlements, said server holds one set of offline reward data and one 
set of server reward data (see at least column 8, lines 34-35, it is possible to 
use one card for multiple merchants). 



Claim 28: 



Kawan, as 



shown, discloses the following limitation: 
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• said system is configured to convert entitlement information awarded by a 
respective said user interaction device in a local currency to the currency of 
said respective token (see at least column 7, lines 28-31, an algorithm to 
convert value in dollars to loyalty points). 

Claim 32: 

Kawan, as shown, discloses the following limitations: 

• said transaction comprises an activity (see at least column 6, line 20, a 
purchase for example), 

• said server transaction data comprises server activity data (see at least 
column 6, line 20, a purchase for example), 

• and said token transaction data comprises token activity data (see at least 
column 6, line 20, a purchase for example). 

Claim 34: 

Kawan, as shown, discloses the following limitation: 

• including additionally providing each of said tokens with token user data 
pertaining to said respective user (see at least column 5, lines 59-67 and 
column 6, lines 1-2, loading the loyalty program onto the card includes 
loading customer identification information). 

Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious 
at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in which the invention 
was made. 
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11. The factual inquiries set fortti in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 (1966), 
that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness or 
nonobviousness. 

12. Claims 25 and 26 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kawan (U.S. 
6,889,198 B2) in view of Sehr (U.S. 5,566,327). 

Claim 25: 

Kawan discloses the limitations as shown in the rejections above. Kawan does not 
specifically disclose transferring data between cards, however, Sehr, as shown, does: 

• wherein rewards can be transferred from a first of said tol<ens to a second of 
said tokens by transferring either token reward data or server reward data 
from said first to said second token (see at least column 5, lines 26-29, a 
user may use a previous card and apply it/transfer it to a new card or may 
reuse an old card). 

It would have been obvious to one having ordinary skill in the art at the time the invention 
was made to provide the transfer capabilities of the Sehr invention with the Kawan 
invention since the claimed invention is merely a combination of old elements, and in the 
combination each element merely would have performed the same function as it did 
separately, and one of ordinary skill in the art would have recognized that the results of 
the combination were predictable. 
Claim 26: 

The combination Kawan/Sehr discloses the limitations as shown in the rejections above. 
Further Sehr, as shown, discloses the following limitation: 

• said transfer is effected by means of one or more of said user interaction 
devices configured to transmit information about said transfer to said server 
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for updating the server reward data corresponding to said first token and said 

second token (see at least Figure 2), 
It would have been obvious to one having ordinary skill in the art at the time the invention 
was made to provide the transfer capabilities of the Sehr invention with the Kawan 
invention since the claimed invention is merely a combination of old elements, and in the 
combination each element merely would have performed the same function as it did 
separately, and one of ordinary skill in the art would have recognized that the results of 
the combination were predictable. 
13. Claim 27 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kawan (U.S. 6,889,198 
B2) in view of Sehr (U.S. 5,566,327) and in view of Official Notice. 
Claim 27: 

Kawan discloses the limitations as shown in the rejections above. Kawan does not 
specifically disclose the location of any one user interaction device; 

• said user interaction devices are located in a plurality of countries, said 
countries collectively employ a plurality of currencies, and 

However Examiner takes Official Notice that it is old and well known in the art that 
electronic systems may be adapted for use in multiple physical locations, including in 
different countries, as required by the purchaser of the system. 

Kawan does not disclose transacting in multiple currencies, however, Sehr, as shown, 
does: 

• said user interaction devices in eacti of said countries transact in a 
respective local currency, and wherein said tokens contain entitlement 
information based on said token reward data converted to the local currency 
of the respective user interaction device by said user interactive device or by 
said server so that an entitlement can be redeemed in a respective country 
(see at least column 5, line 20, the payment options include foreign 
currency). 
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It would have been obvious to one liaving ordinary skill in the art at the time the invention 
was made to retain the foreign currency functionalities disclosed in the Sehr invention 
and incorporate them into the Kawan invention since the claimed invention is merely a 
combination of old elements, and in the combination each element merely would have 
performed the same function as it did separately, and one of ordinary skill in the art would 
have recognized that the results of the combination were predictable. 
14. Claim 29 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kawan (U.S. 6,889,198 
B2) in view of Official Notice. 
Claim 29: 

Kawan discloses the limitations as shown in the rejections above. Kawan does not 
specifically disclose the following limitations: 

• each group of a plurality of groups of Providers maintains in each of said 
tokens profile data relating to said respective group and of a user of said 
respective token, wherein a first of said groups of Providers can establish a 
business relationship with a second of said groups for the purpose of shanng 
the whole or parts of said profile data relating to said second Group, and ask 
a particular user at one of said user interaction devices of said first Group, 
during a transaction or activity, for permission to use said profile data for 
making an offer relevant to said respective user according to business rules 
encoded in said user interaction device, wherein user interaction device is 
provided with a token acceptor device for reading from and writing to said 
tokens and said user of said respective token can indicate consent by 
entering a password or PIN, which is used by said user interaction device to 
access said profile data. 
However Examiner takes Official Notice that it is old and well known in the art at the 
time of the invention that Providers of incentive programs, which are themselves 
collectors of purchase history and demographic information of customers, may engage in 
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cross promotional deals with other Providers and/or may sell or exchange accumulated 
customer information to other Providers for marketing purposes. Therefore it would have 
been obvious to one having ordinary skill in the art at the time the invention was made to 
enable customer information accumulated in the cards and on the servers to be accessed 
by Providers because Providers can use that information to improve their marketing 
tactics and will be more likely to participate in an incentive offering program if they could 
obtain data to demonstrate the successes and weaknesses of their marketing strategies. 
15. Claims 30 and 31 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kawan (U.S. 
6,889,198 B2) in view of Freeman et al (U.S. 6,450,407). 
Claim 30: 

Kawan discloses the limitations as shown in the rejections above. Kawan does not 
specifically disclose the following limitation, however. Freeman, as shown, does: 

• said system is operable to allow a first of said users to leave a standing 
instruction recorded in said server to transfer entitlements from said server 
reward data to credit a specified account (see at least column 10, lines 24- 
32, the rebate can be transferred by various methods). 

It would have been obvious to one having ordinary skill in the art at the time the invention 
was made to combine the elements of the rebate system of Freeman to the loyalty 
system of Kawan because many Providers prefer to provide cash incentives rather than 
coupons and the Kawan invention would appeal to a wider audience of Providers and 
consumers if it was adapted to handle cash incentives. 
Claim 31: 

The combination Kawan/Freeman discloses the limitations as shown in the rejections 
above. Freeman further discloses the following limitation: 

• said specified account is adapted to receive said transferred entitlements as 
payments of insurance premiums, for telecom bills, utility bills, outstanding 
loans or for other goods or services, the reward data of another set of 



Application/Control Number: 10/566,174 Page 19 

Art Unit: 3622 

entitlements of the same user or the reward data of another set of 
entitlements of another user, and said transfer can be effected on a regular 
basis or when a set of specified conditions are met (see at least column 10, 
lines 24-32), 

It would have been obvious to one having ordinary skill in the art at the time the invention 
was made to combine the transferability of Freeman with the Kawan invention because 
this extends the utility of the Kawan invention to Providers that may not have POS 
services or CID/TAD machines. 



Response to Arguments 

16. Applicant's arguments filed 02 September 2009 have been fully considered but they are not 
persuasive. 

17. Regarding the 101 rejection of claims 33 and 34 Examiner notes that Applicant amended claim 
33 to try to overcome the rejection. Based on precedent from the Diehr {450 U.S. at 191-92) and 
Flock {437 U.S. at 590) Courts "...even if a claim recites a specific machine or a particular 
transformation of a specific article, the recited machine or transformation must not constitute 
mere insignificant postsolution activity." In re Bilski, 545 F.3d 943, at 957. Further the Bilski 
decision notes that "postsolution activity" is not narrowly interpreted to mean only a step occurring 
at the end of a process. Rather, based on precedent from In re Schrader {22 F.3d 290) and In re 
Grams {888 F.2d 835), insignificant extra-solution activity is applicable to insignificant steps 
whether occurring pre-solution, post-solution, or in the middle of the process. Id. Specific 
examples of insignificant activity include data recordation or data gathering steps. Id. Such steps 
are incapable of imparting patent-eligibility under § 101. Id. Examiner determined that the storing, 
communicating and transmitting steps involving the server, token and user interaction devices of 
claim 33 constitute insignificant extra-solution activity because the steps constitute mere data 
transmission or recordation. Accordingly, claim 33 remains unpatentable under 35 U.S.C. 101 
because the insignificant extra-solution steps are the only steps that include a specific machine or 
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particular transformation and because the insignificant extra-solution steps are incapable of 
imparting patent-eligibility under § 101. (For further guidance see also the USPTO Memorandum 
"Guidance for examining Process Claims in view of In re Bilskr dated 7 January 2009). 

18. Regarding the 102 rejections Applicants primarily argues that Kawan fails to disclose the 
amended limitation "at least two user interaction devices transmit to said server said token 
transaction data corresponding to both an instant transaction and to one or more previous 
transactions..." (see page 14 of Applicant's remarks). Applicant then summarizes the benefits of 
Applicant's invention, lists perceptions of 'conventional systems' (without citing to any perceived 
deficiencies in the prior art reference used in the current rejection) then lists 4 specific 
results/benefits of Applicant's invention citing support for the contention in Applicant's 
specification. These arguments are not persuasive because they are not directed to any 
perceived/alleged differences between the art of record in the rejection and Applicants claims . 
Whether or not Applicant's perception about 'conventional systems' is accurate and whether or 
not the results/benefits of Applicant's rejection are listed in the specification fail to provide 
relevant support for Applicant's contention that the Kawan reference fails to teach the above 
noted limitation of the independent claims. 

19. Applicant begins to argue against the teachings of the Kawan reference on page 15 of Applicant's 
remarks first by narrowly confining the entire Kawan disclosure to a single embodiment; the 
standalone terminal embodiment. Applicant contends that because an embodiment of Kawan 
utilizes standalone equipment, that "there is no updating/synchronizing between card and server 
in the disclosure of Kawan" (see page 15 of Applicant's remarks). This contention however, is 
false. In fact Examiner cited relevant passages of Kawan to Applicant in the above rejection that 
disclose the utilization of a host (i.e. server) and a central system to which card and transaction 
data are reported (see at least column 9 lines, 5-9, see also at least column 10, lines 7-19). 
Applicant argues that despite the clear disclosure of data being transmitted to the host/central 
system, as well as further disclosures of the host calculating rewards points and transmitting data 
back to the card, the reference is still deficient and Applicant lists several features of Applicant's 
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invention \Nh\ch Applicant believes distinguishes the invention from Kawan (see page 15 of 
Applciant's remarks). However, it is noted that the features upon which applicant relies are not 
recited in the rejected independent claims, and are certainitly not part of the limitation which 
Applicant specifically argues is missing from the Kawan reference (see above). Although the 
claims are interpreted in light of the specification, limitations from the specification are not read 
into the claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 
Examiner will address each such feature individually. 

20. Applicant argues that the 'present invention discloses' award data stored at the host without the 
presence of the token. Applicant posits that the disclosure in column 10 of Kawan discloses that 
the host calculates the award amounts and transmits the amounts to the token but does not 
disclose storing the amount at the host. As previously noted, Kawan discloses storing the award 
information at the host, further neither the independent claim nor the limitation in question 
disclose "calculating and storing the award data by/at the server without the presence of the 
token." In fact the limitation Applicant argues is not disclosed by Kawan specifically requires token 
presence, the limitation claims "at least two user interaction devices transmit to said server said 
token transaction data..." (emphasis added) In the actual claim language, the interaction devices 
are transmitting data to a server. The server is not calculating anything nor is the server even 
required to store anything, and in the limitation the tokens are present because the "token 
transaction data" is being transmitted. As noted in the rejection above, Kawan discloses 
transmitting transaction/award data to a central system/host/server. 

21. Applicant argues that the "server reward may be redeemed directly from the server without the 
token," however the "server reward" is not a feature claimed in the independent claim and is not 
the subject of the limitation Applicant argues is missing from Kawan. Applicant further argues that 
a "reward may be downloaded to the token in a separate transaction not as part of the instant 
transaction" however this limitation is absent from the claim language as demonstrated. Finally 
Applicant argues that rewards may be redeemed from the token without involving the server and 
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cites sections of tlie specification for support. Again tiiis is not a limitation found in tiie claims and 
thus it is not relevant to the current rejection. 

22. Applicants premise that each feature of the independent claims is not disclosed by the Kawan 
reference is not supported by Applicant's arguments about the invention and limitations that may 
be found in the specification. Examiner has reviewed the claims and believes that the Kawan 
reference adequately addresses each claimed limitation. Accordingly the 102 rejections are 
maintained. 

23. With regard to the pending 103 rejections, Applicant relies on Applicant's argument with respect 
to the independent claims. Accordingly the 103 rejections are maintained. 

24. With regard to claim 27 and 29, the common knowledge declared to be well-known in the art is 
hereby taken to be admitted prior art because the Applicant failed to traverse the Examiner's 
assertion of Official Notice. To adequately traverse the examiner's assertion of Official Notice, the 
Applicant must specifically point out the supposed errors in the Examiner's action, which would 
include stating why the noticed fact is not considered to be common knowledge or well-known in 
the art. A general allegation that the claims define a patentable invention without any reference 
to the Examiner's assertion of Official Notice is inadequate. Support for the Applicant's assertion 
of should be included. See MPEP 2144.03(C). 



Conclusion 

25. The rejection of the independent claims was updated to show the newly recited feature (two user 
interaction devices transmitting to the server). The rest of the rejection is maintained and 
Applicant's remarks are addressed above. Accordingly, THIS ACTION IS MADE FINAL. 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

26. A shortened statutory period for reply to this final action is set to expire THREE MONTHS from 
the mailing date of this action. In the event a first reply is filed within TWO MONTHS of the 
mailing date of this final action and the advisory action is not mailed until after the end of the 
THREE-MONTH shortened statutory period, then the shortened statutory period will expire on the 
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date the advisory action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will the statutory 
period for reply expire later than SIX MONTHS from the mailing date of this final action. 
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27. Any inquiry of a general nature or relating to the status of this application or concerning this 
communication or earlier communications from the Examiner should be directed to Nathan C 
Uber whose telephone number is 571.270.3923. The Examiner can normally be reached on 
Monday-Friday, 8:30am-4:00pm EST. If attempts to reach the examiner by telephone are 
unsuccessful, the Examiner's supervisor, Eric Stamber can be reached at 571.272.6724. 

28. Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be 
obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR system, 
see http://portal.uspto.gov/external/portal/pair <http://pair-direct.uspto.gov>. Should you have 
questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) at 
866.217.9197 (toll-free). 

29. Any response to this action should be mailed to: 

Commissioner of Patents and Trademarlcs 

P.O. Box 1450, Alexandria, VA 22313-1450 

or faxed to 571-273-8300. 

30. Hand delivered responses should be brought to the United States Patent and Trademaric 
Office Customer Service Window: 

Randolph Building 
401 Dulany Street 
Alexandria, VA 22314. 

/Nathan C Uber/ Examiner, Art Unit 3622 
5 December 2009 

/Arthur Duran/ 

Primary Examiner, Art Unit 3622 



